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6) E3 Claim(s) 1.2.7.10. 15-18. and 21 is/are rejected. 

7) [3 Claim(s) 19.20 and 22 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 
Acknowledgement ofRCE 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 22 nd , 2010 has been entered. 

Status of Claims 

2. Claims 1, 2, 7, 10, and 15-23 filed September 22 nd , 2010 are pending. Claims 1 
and 15 are amended, claims 3-6, 8-9, and 11-14 are cancelled, and claims 21-23 are 
new. 

Claim Rejections - 35 USC § 103 

3. Claims 1. 2. 7. 10. 15-18. and 21. are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ueno (JP 2002-2081 25 - Full English Translation). The text of those 
sections of Title 35, U.S. Code not included in this action can be found in a prior Office 
action. 

Ueno discloses sputtering (para 0003) target materials (claims 2-4 and paras 
0010, 0015-0017) comprising Cr: 5 - 30 at%, Pt: 5-30 at%, B: 0 - 25 at%, and 
remainder Co (para 0010) which have an average matrix grain diameter of 40 urn (claim 
6 and para 0019). The sputtering targets of Ueno are produced by casting (vacuum 
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melting - para 0023), hot rolling at 50% (para 0020, 0023 as this rolling ratio produces 
the desired average grain diameter - see Table 1, samples 1-5), with heat treatment 
coming before or after hot rolling (para 0020). 

Although Ueno disclose not specifically disclose that his sputtering targets have 
the claimed microstructure, it would have been obvious to one of ordinary skill in 
sputtering targets, at the time of the invention, to have produced the instant sputtering 
targets as Ueno disclosed a substantially similar alloy composition (overlapping 
contents of Cr, Pt, B, and Co) produced by a substantially similar process of casting, 
heat treatment, and rolling. Moreover, one of ordinary skill in the art would have 
reasonably expected that the sputtering targets to possess the claimed microstructure 
for the reasons stated above as where the claimed and prior art products are identical 
or substantially identical in structure or composition, or are produced by identical or 
substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. Furthermore, "when the PTO shows a sound basis 
for believing that the products of the applicant and the prior art are the same, the 
applicant has the burden of showing that they are not" and "the PTO can require an 
applicant to prove that the prior art products do not necessarily or inherently possess 
the characteristics of his [or her] claimed product. Whether the rejection is based on 
'inherency' under 35 U.S.C. 102, on 'prima facie obviousness' under 35 U.S.C. 103, 
jointly or alternatively, the burden of proof is the same..." (MPEP 21 12, section V, para 
1)- 
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Furthermore, while Ueno did not disclose the particular composition endpoints, it 
would have been obvious to one of ordinary skill in the art, at the time of the invention, 
to select any portion of the claimed compositional ranges, including the claimed ranges, 
from the overlapping ranges disclosed in Ueno because Ueno finds that the prior art 
sputtering target compositions in the entire disclosed ranges have a suitable utility and 
the normal desire of scientists or artisans to improve upon what is already generally 
known provides the motivation to determine where in a disclosed set of percentage 
ranges is the optimum combination of percentages and in the case where the claimed 
ranges "overlap or lie inside ranges disclosed by the prior art" a prima facie case of 
obviousness exists. Furthermore, where the general conditions of a claim are disclosed 
in the prior art, it is not inventive to discover the optimum or workable ranges by routine 
experimentation (MPEP 2144.05, section I, para 1 and section II, A, para 1). 

With respect to the amendments claim 1 adding "and said target being a hot 
rolled structure formed as a result of hot rolling at a hot rolling ratio to 15 to 40%" and 
the amendments to claim 15 adding "hot rolled structure", in this case the structure 
implied by the process steps are considered when assessing the patentability of the 
claim as the newly amended claim amounts to a product-by-process claim (MPEP 21 13, 
para 1 and 2). The Examiner contends that one of ordinary skill in the art would not see 
a distinctive structural difference in the hot rolled product (at 50% or any other 
percentage yielding a product within the guidelines disclosed by JP '125) and the 
instantly claimed hot rolled product in the case where the preferred hot rolling rate of 
50% in JP '125 and any of the hot rolling rates of 15% to 40% in the instant claims, 
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especially when comparing the highest rate of 40% in the instant claims with the 
preferred rolling rate of 50% in JP '125. In fact the claimed product appears to be the 
same or similar to that of the prior art, for the reasons stated above and in view of the 
fact that both the instant claims and JP '125 disclose substantially similar Co-Cr-Pt-B 
compositions, both the instant claims and JP '125 disclose minimizing the average 
crystal grain size of the Co matrix to less than 50 urn (less than 40 urn in JP '125 - 
claim 6), and both are produced by casting followed by hot rolling. 

Consequently, the burden shifts to applicant to come forward with evidence 
establishing an unobvious difference between the claimed product and the prior art 
product In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983) - See 
MPEP2113, para 3. 

Allowable Subject Matter 

4. Claims 19. 20 and 22 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

5. Claim 23 is allowed. 

Response to Applicant's Arguments: 

6. Applicant's arguments filed September 22 nd , 2010 have been fully considered but 
they are not persuasive. 
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Applicants assert (p. 7, para 3 to p. 10, para 3) that JP '125 actually teaches 
away from both the use of a hot rolling ratio of 25% as well as a hot rolling ratio required 
and that one of ordinary skill in the art would not expect the claimed microstructure of 
the present invention to be the same or similar to that required by JP '125 because the 
target are not produced by a similar process. 

In response, the amendments are directed to product-by-process limitations, and 
the claimed product appears to be the same or similar to that of the prior art, for the 
reasons stated above and in view of the fact that both the instant claims and JP '125 
disclose substantially similar Co-Cr-Pt-B compositions, both the instant claims and JP 
'125 disclose minimizing the average crystal grain size of the Co matrix to less than 50 
urn (less than 40 um in JP '125 - claim 6), and both are produced by casting followed 
by hot rolling. Consequently, the burden shifts to applicant to come forward with 
evidence establishing an unobvious difference between the claimed product and the 
prior art product In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983) - 
See MPEP 2113, para 3. 

Conclusion 

-- Claims 1, 2, 7, 10, 15-18, and 21 are rejected 
-- Claims 19, 20, and 22 are objected to 
-- Claim 23 is allowed 

The rejections above rely on the references for all the teachings expressed in the 
texts of the references and/or one of ordinary skill in the metallurgical art would have 
reasonably understood or implied from the texts of the references. To emphasize 
certain aspects of the prior art, only specific portions of the texts have been pointed out. 
Each reference as a whole should be reviewed in responding to the rejection, since 
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other sections of the same reference and/or various combinations of the cited 
references may be relied on in future rejections in view of amendments. 

All recited limitations in the instant claims have been met by the rejections as set 
forth above. Applicant is reminded that when amendment and/or revision is required, 
applicant should therefore specifically point out the support for any amendments made 
to the disclosure. See 37 C.F.R. § 1.121; 37 C.F.R. Part §41.37 (c)(1)(v); MPEP 
§714.02; and MPEP §241 1.01(B). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark L. Shevin whose telephone number is (571) 270- 
3588 and fax number is (571) 270-4588. The examiner can normally be reached on 
Monday-Friday, 8:30 am to 5:00 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy V. King, can be reached at (571) 272-1244. The fax number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

/Mark L Shevin/ 
Examiner, Art Unit 1733 

October 30 th , 2010 
10-598,997 

/George Wyszomierski/ 
Primary Examiner 
Art Unit 1733 



